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Claim Rejections - 35 USC § 102 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) do not apply to the examination of this application as the application being examined 
was not (1) filed on or after November 29, 2000, or (2) voluntarily published under 35 U.S.C. 
122(b). Therefore, this application is examined under 35 U.S.C. 102(e) prior to the amendment 
by the AIPA (pre-AIPA 35 U.S.C. 102(e)). 

1. Claims 7, 1 1, 15, 19-21 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Bowater et al (US: 6282269). 

Regarding claims 7, 15, Bowater et al teach on column 3 line 29 voice message can be 
retrieved by the second user either using an Internet telephone over the Internet. The "Internet" 
of Bowater et al is the claimed "data channel". The "retrieved" is the claimed "application layer 
subscriber message processing protocol messages" (see section [0037] of the current 
specification, the protocol message includes the subscriber data message, i.e., retrieval, delivery, 
editing, etc.) Bowater et al also teach on column 7 line 1-3 the preferred embodiment uses GSM 
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cellular phones. Therefore, the telephone as taught by Bowater et al is a portable wireless 
telephone. 

For claims 1 1 and 19, all rejections as stated in claims 7, 15 above apply. 

Regarding message storage systems storing voice messages, Bowater et al teach on 
column 4 line 11-14 means for storing the voice message. 

The portable wireless telephone of Bowater' s system must comprise a processor to 
control processing of a voice message on the message storage systems. 

For claim 20, Bowater et al teach on column 8 line 57-58 a list of callers (claimed "a 
recipient group") for whom voice messages can be left. 

For claims 21, Bowater et al teach on column 8 line 46-51 and column 9 line 7-1 1 the 
telephone of the caller dials the voice mail system based on the internet address of the voice mail 
system that is stored in a directory locally of the caller. 



Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 



Application/Control Number: 09/843,137 
Art Unit: 2645 



Page 4 



(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 1, 3-5, 8-10, 12, 13, 16, 17, 22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Haumont et al (US: 2001/0019951), and in view of Kaplan (US: 6032039), 
Brian et al (US: 4549047). 

For claims 1,3, 13, Haumont et al teach on section [0043] - an SMS or GPRS message or 
packet is sent from a voice mail server (claimed "resource database") to the mobile station 
(claimed "portable wireless telephone") to alert (claimed "message service information") the 
user. The GPRS connects to data networks line TCP/IP (claimed "a data channel application 
layer data transfer protocol") for transmitting the alert messages. 

Haumont et al teach on section [0018] a mobile station (claimed "portable wireless 
telephone") comprising a receiving means for receiving voice mail message, readapting means 
for readapting the received message and a reproduction means for reproducing the voice mail 
message (all read on claimed "processing by the portable wireless telephone a message"). 
Haumont et al teach on section [0023] the voice mail message is dispatched to the mobile station 
via IP (claimed "data channel application layer data transfer protocol") between voice mail 
server (see section [0019]) and the mobile station. 

Haumont et al failed to teach "updating the message service information". However, 
Kaplan teaches on column 7 line 6-10 updating the data value (claimed "message service 
information") to be zero indicating there is no unread messages. Kaplan teaches on column 5 line 
20-25 the central message storage area (claimed "message storage system") generates a 
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voicemail message notification to indicate read and unread number of message (reads on claimed 
"updating the message service information by the message storage system"). 

Haumont et al failed to teach "a data channel between the resource database and the 
message storage system". However, Brian et al teach a digitized message storage system 
comprising a mass storage subsystem (claimed "message storage system") and controlling 
computers (column 7 line 5-9). The controlling computers (read on claimed "resource database") 
provide message services (reads on claimed "resource database with message service 
information", i.e., security for messages, catalogued messages, combining in a prescribed order 
several short messages into a longer message, etc.). The mass storage subsystem (claimed 
"message storage system") and the computers (claimed "resource database") are connected via 
UNIBUS (claimed "data channel"; see column 1 1 line 7). 

It would have been obvious to one skilled at the time the invention was made to modify 
Haumont et al to have the "updating the message service information" as taught by Kaplan such 
that the user of modified Haumont system can easily manage read and unread messages. 

Regarding claim 4, all rejections as stated in claim 1 above apply. 

Regarding "creating a resource database", Haumont et al teach on item 20 Fig. 1 voice 
mail server. The voice mail server must be created in order for the system of Haumont et al to be 
operable. 

Regarding "storing a message in the portable wireless telephone without establishing a 
voice or data channel with the message storage system", Haumont et al teach on section [0048] 
the recorded message is stored in the storage means before the transmission (reads on claimed 
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"storing a message without establishing a voice or data channel with the message storage 

system". 

Regarding claim 5, Haumont et al teach on section [0043] SMS or GPRS or packet 
(claimed "different services") alert can be sent to the mobile station. 

Regarding claims 8, 9, all rejections as stated in claim 1 above apply. 

Haumont et al teach on sections [0001] to [0046] and Fig. 1 5 the mobile station (item 30 
Fig. 1) is a voicemail receiving station where the voice mails are received from the voice mail 
server via data connections. Haumont et al also teach on sections [0047] to [0048] the mobile 
station (item 30 Fig. 1) can also be a voicemail sending station for recording and sending voice 
mails via data connections. Therefore, the system of Haumont et al teaches a method and process 
of sending voicemails from a wireless mobile station to a wireless receiving mobile station via 
data connections. 

Regarding "recording a voice message for a recipient subscriber in a portable wireless 
telephone without establishing a voice or data channel with the message storage system", 
Haumont et al teach on section [0048] a voicemail message can be recorded on the mobile 
station. 

Regarding "querying according to a data channel application layer data transfer protocol, 
address of a recipient-subscriber message storage system from a resource database via a data 
channel between the portable wireless telephone and the resource database", the sending mobile 
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station must query in order to obtain the IP address (assuming IP connection is used) of the 
message storage system in order to transmit the voicemail message. 

Haumont et al failed to teach "updating the message service information". However, 
Kaplan teaches on column 7 line 6-10 updating the data value (claimed "message service 
information") to be zero indicating there is no unread messages. 

It would have been obvious to one skilled at the time the invention was made to modify 
Haumont et al to have the "updating the message service information" as taught by Kaplan such 
that the modified system of Haumont et al would be able to support the updating to the system 
users. 

For claim 10, regarding transmitting and receiving, respectively, data units comprising 
data packets corresponding the message, identification information of the message, total number 
of the data packets information and data packet sequence number information, it is inherent (for 
data communication) that the system of Haumont et al must transmit and receive data units 
comprising data packets corresponding the voice message, identification information of the 
message, total number of the data packets information and data packet sequence number 
information. 

Regarding determining whether to retransmit data packets, it is inherent (error correction 
for data communication) Haumont 5 s system must determine whether to retransmit data packets. 

Regarding retransmitting data packets responsive to the determining using the 
identification information, the total number of the data packets and the data packet sequence 
number information, it is inherent (error correction for data communication) the Haumont 5 s 
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system must retransmit data packets responsive to the determining (of error communication) 
using the identification information, the total number of the data packets and the data packet 
sequence number information. 

Regarding claim 12, 16, 17, Haumont et al teach on item Haumont et al teach on section 
[0043] - an SMS or GPRS message or packet is sent from a voice mail server (claimed "resource 
database") to the mobile station (claimed "portable wireless telephone") to alert (claimed 
"message service information") the user. The GPRS connects to data networks line TCP/IP 
(claimed "a data channel application layer data transfer protocol") for transmitting the alert 
messages. The voice mail server (claimed "resource database") must have message service 
information (i.e., message sender and receiver). 

Haumont et al teach on section [0018] a mobile station (claimed "portable wireless 
telephone") comprising a receiving means for receiving voice mail message, readapting means 
for readapting the received message and a reproduction means for reproducing the voice mail 
message (all read on claimed "processing by the portable wireless telephone a message"). 
Haumont et al teach on section [0023] the voice mail message is dispatched to the mobile station 
via IP (claimed "data channel application layer data transfer protocol") between voice mail 
server (see section [0019]) and the mobile station. 

Haumont et al failed to teach "message storage systems storing voice messages". 
However, "Official Notice" is taken that a voice mail server has a storage system is old and well 
known to one skilled in the art. 
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Regarding "store a voice message in the storage unit of a wireless telephone without 
establishing a voice or data channel with the message storage system", Haumont et al teach on 
section [0048] the recorded message is stored in the storage means before the transmission (reads 
on claimed "storing a message without establishing a voice or data channel with the message 
storage system"). 

It would have been obvious to one skilled at the time the invention was made to modify 
Haumont et al to have the message storage system such that the modified system of Haumont et 
al would be able to store the messages before they are adapted, processed, and delivered to the 
user. 

Regarding claim 22, Haumont et al teach on section [001 1] SMS notification (claimed 
"alerting") sent by the voice mail server (claimed "resource database"). Haumont et al teach on 
section [0025] the mobile station asks (claimed "initiating") for messages (reads on claimed 
"receipt of the message"). 



3. Claims 2, 6, 14, 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Haumont et al, and in view of Kaplan, Brian et al, Ripley et al (US: 6453021). 

The modified system of Haumont et al in view of Kaplan as stated in claim 1 above failed 

to teach "the message mailbox information". However, Ripley et al teach on column 4 line 59 

to column 5 line 9 a voice mail notification includes unique mailbox identifiers (claimed 
"subscriber mailbox information"). The mailbox identifier is where the voice mail stored. 
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Therefore, the mailbox identifier is also the claimed "location data of the message storage 
system". 

It would have been obvious to one skilled at the time the invention was made to modify 

Haumont et al, Kaplan to have the "the message mailbox information" as taught by Ripley et 

al such that the modified system of Haumont et al, Kaplan would be able to support the location 
data and the mailbox information to the system users. 



Response to Arguments 

4. Applicant's arguments filed on 5/19/04 have been fully considered. 

i) Applicant argues, on page 10, regarding claims 12 and 16, detail rejections have been 
stated above. 

ii) Applicant argues, on page 1 0, regarding communication techniques over a data channel 
between the wireless telephone and the voice mail server. As rejections stated above, 
Haumont et al teach sending voice mail by GPRS packets from the voice mail server to 
the wireless telephone. The GPRS communication is a data (channel) communication. 
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iii) Applicant argues, on page 1 1 3 regarding claims 1, 4 5 8, 13. The argued limitation is 
rejected as stated above by the teaching reference Kaplan. The Kaplan was recited to 
teach the claimed limitation of "update the message service information". The claimed 
limitation "via a data channel between the resource database and the message storage 
system" is rejected by a newly recited reference (Brian et al) as stated above. 

iv) Applicant argues, on page 12, regarding "Haumont does not disclose any 
communication techniques over a data channel between the wireless telephone and the 
voice mail server other than packetizing to communicate via a packet switched 
network". The Examiner disagreed. The packet switch communication is a data 
communication and reads on the claimed "data channel". 

v) Applicant argues, on page 12, regarding "alerting by the resource database". As 
rejections stated above in claim 1, Haumont et al teach on section [0043] - an SMS or 
GPRS message or packet is sent from a voice mail server (claimed "resource 
database") to the mobile station (claimed "portable wireless telephone") to alert 
(claimed "message service information") the user. The GPRS connects to data 
networks line TCP/IP (claimed "a data channel application layer data transfer 
protocol") for transmitting the alert messages. 

vi) Applicant argues, on page 13, regarding referenced GSM compression techniques used 
by referenced Bowater et al. Bowater et al teach using GSM compression technique for 
the system. Therefore, the telephone used by Bowater' s system MUST be GSM 
(wireless) telephones. 
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vii) Applicant argues, on page 13, regarding claim 7. Rejections for the new amendments 
have been stated above. 

viii) Applicant argues, on page 14, regarding "Ripley's mailbox information is not provided 
in a configuration of the present invention". However, the "configuration" is not an 
issue and is out of the scope of the claimed limitation. 



Conclusion 

5. The prior art made of record and not replied upon is considered pertinent to applicant's 
disclosure. 

• Henrick et al (US: 5991366) teach telephone information retrieval system. 

6. Any inquiry concerning this application and office action should be directed to the 
examiner Ming Chow whose telephone number is (703) 305-4817. The examiner can normally 
be reached on Monday through Friday from 8:30 am to 5 pm. If attempts to reach the examiner 
by telephone are unsuccessful, the examiner's supervisor, Fan Tsang, can be reached on (703) 
305-4895. Any inquiry of a general mature or relating to the status of this application or 
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proceeding should be directed to the Customer Service whose telephone number is (703) 306- 
0377. Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

Or faxed to Central FAX Number 703-872-9306. 
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Ming Chow 
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SUPERVISORY PATENT EXAMINER 
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